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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . Receipt is acknowledged of a request for continued examination (RCE) under 37 
CFR 1.114, including the fee set forth in 37 CFR 1.17(e) and a submission 
(amendment), filed on April 9, 2007. The request has been deemed proper and this 
application has been hereby examined in view of said amendment. 

Response to RCE Amendment 

2. The nonstatutory obviousness-type double patenting rejections in item 1 on page 
2 of the Final Office Action of December 8, 2006, hereinafter 'FOA', are maintained for 
the same reasons set forth and previously made of record in said item of FOA. 

3. The 35 U.S.C. 102(b) rejection of claims 1-7, 14 and 15 as anticipated by 
European Patent Application Number (EP) 1,033,393 A2 to Oshima et al., hereinafter 
'Oshima', previously made of record in item 2 on page 2 of FOA, has been withdrawn in 
view of Applicant's amendment/arguments in the response filed with the RCE of April 9, 
2007, hereinafter 'Response'. 

Election/Restrictions 

4. A restriction requirement was previously presented in the Office Action of June 
30, 2006. Group I, claims 1-7, 14 and 15 had been elected. Claims 8-13 are withdrawn 
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from further consideration pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
invention, there being no allowable generic or linking claim in accordance with said 
restriction requirement. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made, in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-7, 14 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by EP 1 154 002 A1 to Kiuchi et al. For purposes of the instant rejection, Examiner will 
be citing from a corresponding United States patent, namely USPN 7,067,030 B2, 
(hereinafter 'Kiuchi'). 

Kiuchi discloses a heat-peelable adhesive sheet that comprises a substrate and 
having on one, or both sides, a heat-expandable layer containing heat-expandable 
microspheres and an adhesive layer comprising an adhesive substance; wherein the 
substrate has sufficient heat resistance and stretchability to cut an adherend so as to 
form and secure a sufficient space between the resultant cut pieces, and can further 
withstand heat treatment for expanding said heat-expandable layer. (Abstract; Figures 
1-3; col. 1, line 65 to col. 2, line 53) Although the heat-expandable adhesive layer can 
comprise an adhesive substance for imparting tackiness and heat-expandable 
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microspheres for imparting thermal expansibility (a single layer heat-expandable 
adhesive layer), Kiuchi further teaches that these two functions may be separately 
allotted to form an adhesive layer having tackiness and a heat-expandable layer 
having thermal expansibility, i.e., a heat-expandable layer containing heat-expandable 
microspheres (and/or tackiness) and a second adhesive layer comprising an adhesive 
substance. (Col. 4, lines 43-62) 

The microspheres can be microspheres formed from thermoplastic shells that 
burst upon thermal expansion, wherein the average particle diameter of the heat- 
expandable microspheres is from 1 to 50 jam; are present in an amount from 25 to 125 
parts by weight, per 100 parts by weight of the base polymer; and efficiently reduce the 
tackiness of the adhesive layer containing an adhesive substance through a heat 
treatment. (Col. 6, line 33 to col. 7, line 8) The heat-expandable layer can have a 
thickness of from about 5 to 300 nm. (Col. 7, lines 9-38) Besides the adhesive 
substances, appropriate additives may be incorporated into the adhesive layer(s), such 
as a crosslinking agent (e.g., an isocyanate crosslinking agent, epoxy crosslinking 
agent, etc.), a tackifier, a plasticizer, a filler, and/or an antioxidant. (Col. 6, lines 26-32) 

Kiuchi further discloses that the adhesive sheet can contain additional layers, 
such as a separator layer, an ordinary adhesive layer not containing heat-expandable 
microspheres and/or an interlayer that can be formed, for example, between the 
substrate and the heat-expandable adhesive layer. (Col. 7, lines 39-60; col. 8, lines 19- 
59; Figure 3) 
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Moreover, Kiuchi discloses that when the heat-expandable microspheres are 
foamed or expanded by a thermal treatment, the heat-expandable layer changes in 
volume to form a three-dimensional structure with a rough surface, and thus the 
adhesive strength decreases greatly. (Col. 8, line 63 to col. 9, line 21) Accordingly, 
Kiuchi is implicitly disclosing that the substrate can be peelable from the heat- 
expandable adhesive layer. 

Finally, Kiuchi discloses that the heat-peelable adhesive sheet can be used in 
applications in which an adherend is permanently bonded, or bonded for a given period 
of time, such as for use as semiconductor wafer fixing materials, carrier tapes and 
temporarily fixing parts in steps for assembling various electrical apparatus, electronic 
apparatus or displays; and that it is especially suitable for use in processes for 
producing electronic parts. (Col. 9, line 22-41) 

Thus, the claims are anticipated by Kiuchi. 

Response to Arguments 

The Double Patenting Rejections (item 1 ofFOA) 

7. Applicant did not provide substantive arguments in Response with respect to the 
outstanding nonstatutory obviousness-type double patenting rejections made of record 
in FOA. Therefore, these double patenting rejections are maintained for the same 
reasons previously set forth in prior Office Actions. 

The 35 U.S.C. 102 Rejection over Oshima (item 2 of FOA) 
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8. Applicant's arguments in Response with respect to the 35 U.S.C. 102(b) rejection 
of claims 1-7, 14 and 15 as anticipated by Oshima have been fully considered and 
deemed persuasive, particularly because Oshima does not teach or suggest the 
substrate peeled from the heat-expandable pressure sensitive adhesive layer. 
Thus, this rejection has been withdrawn. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Figueroa whose telephone number is (571) 272- 
8916. The examiner can normally be reached on Mon-Thurs & alt. Fri 8:00-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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